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Chapterr 4
Thee Choice-of-Law Calibre of Copyright and
Relatedd Rights Treaties

4.11

Introduction

Inn the previous chapter we have seen that neither the Berne Convention nor
subsequentt copyright and related rights treaties have been drafted with a particular
choice-of-laww method in mind. There is however quite widespread agreement that
thee genera] conflict rule for copyright (and other intellectual property) is the one
referringg to the law of the country for which protection is claimed {Schutzland
principle:: lex protectionis). Some infer this conflict rule from the territorial nature
off copyright. Others derive it from the national treatment principle as enshrined in
thee Berne Convention and other treaties, or see the lex protections expressed
directlyy in Article 5(2) BC and similar clauses. Two other conflict rules that are
lesss frequently supported with reference to the same treaties are the lex origims
(laww of the country of origin - either of the work or of its author) and the lex fori.
Althoughh many authors recognise that the Berne Convention deals with the
laww of aliens, only a few consider it to contain no choice-of-law rules at all, apart
perhapss from Article 14 bis 2 on ownership in films (see Paragraph 4.3.3).2fv
Ass we will see. there is no consensus among scholars about the exact choiceof-laww calibre of the Berne Convention. Published case-law in the Netherlands.
Francee and the US does not provide a clear picture either. An important reason
whyy Dutch case-law generally shows little concern for choice-of-law issues seems
too be that more often than not. infringement claims are brought in summary
proceedingss (kort geding). It appears from published case-law that in these

2633 Not convinced that Art. 5 BC contains a choice-of-law rule, but willing to deduct one: Neuhaus
1976.. p. 193. De Boer 1977, pp. 675-676: 'Ioneinans 2001, pp. 43-45. Stressing the law of aliens
character:: Battifol 1983, p. 199: Schack 1979. pp. 28-29: Von Bar 1988. pp. 35-36. Finding that
thee B( contains both law on aliens and choice-of-law rules: Troller 1952, p. 26: St een hoff 1996.
p.. Fl: Ulmer 1977, p. 487. Of the opinion that Art. 5 BC is not a conflict rule but a nondiscriminationn provision: Troller 1964. p. 62: Dessemontet 2000, at 1 A4. but compare
Dessemontett 1996, p. 289 where Art. 5(2) is considered as expressing the territoriality principle
forr the scope of protection.
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proceedingss judges are not inclined t o pursue issues o f choice-of-law i f the parties
doo not put them 1orward. 2 w
casess

contain

2(,

~ Consequently, not many o f the published copyright

choice-of-law

analyses

and

e\en

fewer

explicitly

address

the

consequencess o f the Berne Convention for ( D u t c h ) conflict o f laws.
Thee o p i n i o n that national treatment means that Dutch law should be applied is
quitee c o m m o n , but it is not always clear whether the courts are referring
nationall law in its capacity of lex loci

delicti

or lex protectionis.

to

Rulings on the

laww applicable to issues o f i n i t i a l ownership are outright contradictory. In France
andd the US some courts tend to apply the lex originis

for initial

whereass in Germany there is clear case-law: the Schutzland
protectionis.protectionis.

ownership,

principle, i.e.. lex

goxerns all issues.

Thee arguments for and against the different conflict rules, as w e l l as their
applicationn in case-law. w i l l

he examined in Paragraphs 4.2 through 4.4. The

findingss o f this Chapter w i l l be summarised in Paragraph 4.5. Before I turn to the
discussionn o f different c o n f l i c t rules, a lew observations on ' t e r r i t o r i a l i t y ' are in
order,, considering

that

it

is such a catch

phrase in

international

intellectual

property. .

264264 Examples of where the iniemational aspects ot'ihe case (foreign defendants and or ptainlifls. acts
committedd abroad, assignment contracts with no obvious link to forum law, etc.) indicated that a
choice-of-laww analysis was called lor. when in fact Dutch law was applied without any reference
too the question ol applicable law include: Pres. Rb. kotterdam 15 December 1982 1198-41 BIE 98
ii Black <V- Decker, v. SHG). Hof Amsierdam 16 July 1981 11982] BIE 50 {Rubik v. Bart Smit): Pres
Rb.. Breda 22 January 1982 119831 BIE 52 [Application des Gaz SA v. Bursumij Sport): Hof Den
Haagg 25 December 1983 (19851 BII: 5 5 (IG Lintels Ltd v. Arcom BV ); Pres. Rb. Arnhem 24
Januaryy 1991 |19921 BIE 46 (Frateln v. Favmons): Rb. Den Bosch 14 August 1992 119931 BIE 51
[Guild[Guild v. Lmkie Cianenburg): Hof Den Bosch 9 September 1991 [1993") BIE 60 iGrww er.
CiuinimCiuinim v. Tnomas Basics): Pres. Rh. Rotterdam 12 february 1998 119981 BIE 83 (Kipiiw* v. Ter
MatenMaten \
2655 The Dutch Staatscommissie lmematmnaa! Prnaairechi (2002 at 29-31) notes that although conns
aree supposed lo apply choice-of-law rules and loreign law ex officio, there is a tendency among
Dutchh conns IO apply their own law. In laxour ol e.v officio application of conllict rules in
MtmmaiAA proceedings: Mostermans 1996. pp. 51-56: who also argues that in 'kon geding"
proceedings,, the conns should have more leeway to assume that foreign law is similar to the lex
toritori (pp. 54-55). Polak (1998. pp. % - 9 9 ) seems to favour this approach. Ginsburg (1999, pp.
336-338)) also argues that in case of infringement, courts could apply the ie.\ ton on the
assumptionn that the ie.x protectionis conforms to international standards of substantive copyrighi
laww (parties would have to demonstrate thai the te.x protectionis is more or less protective than the
Ie.xIe.x tori). Against a lex-fori approach: Von Hinden (1999. p. 766) and Bühler (1999. p. 410). The
ie.xie.x ton approach is not uncommon in patent litigation before Dutch courts (see Brinkhof 1995)
andd for copyright has been applied by Pies. Rb. Amsierdam 3 May 1979 11980] BIE 23 (Mars v.
Venus).Venus). It is highly doubtful however whether this approach can be maintained following the
rulingg of HR 16 April 1999 |1999| N.I 697. in which the Supreme Court quashed the judgment in
whichh the lower court assumed conformity of the copyright laws of various countries. On the
theoryy o1 various lex fori approaches, see De Boer 1996a and .lessurun D'Oliveira 1971,
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4.1.11

TERRITORIALITY & LEGISLATIVE SOVEREIGNTY

Conventionall wisdom has it that copyright and related rights - l i k e other
intellectuall property r i g h t s - are territorial. 2 6 6 T o the extent that this territorial
naturee is explained in terms of legislative sovereignty, i.e.. each country as a
sovereignn power legislates its o w n copyright and related rights, it has no particular
meaningg for choice-of-law issues. A f t e r a l l . it is the same legislative sovereignty
o ff stales that causes them to develop national rules o f private international law. or
too enter into agreements on conflict rules.
Choice-of-laww exists precisely because legal systems w i t h differing (private)
lawss exist, so 'each state makes its o w n copyright l a w ' is not a proper argument
forr or against any particular conflict rule. In short, as Troller puts it: 'the territorial
boundariess o f intellectual property rights are therefore not their special
characteristic,, they share it w i t h all other laws.' 2 6 '
Thee situation w o u l d be different i f copyright belonged exclusively to the realm
o ff public law or criminal law. because for these areas o f law it is accepted as a
matterr of principle that forum courts only apply their internal law: choice-of-law
doess not enter into these fields. 268 For the territorial application o f private law.
however,, to w h i c h copyright largely belongs, other arguments are needed.
Becausee to say that each country is authorised to legislate its own copyright, and
that,, therefore, it cannot by definition be applied beyond its borders, is to negate
thee existence o f private international law. or less drastically: to reduce it to the
maximm that all courts should always apply their o w n law.
Itt also disregards the difference between the question o f whether a country can
claimm extra-territorial application o f its laws (it can. even though it usually does
not)) and whether a country is required to honour the extra-territorial scope o f the
laww of another country (as a rule it is not. because o f its sovereignty). 2 '^

2666 Various writers have criticised the term, because it is often used indiscriminately, see: Schack
1979,, p. 20: Novier 1996, p, 45; Koumantos 19%, pp. 10-11; Spoor & Verkade warn against
overstatingg the importance of the territoriality principle 1993, p. 532.
2677 Troller 1983, p. 137.
2688 Even here there are exceptions, e.g.. rules of public law of another country may be applied by the
lorumm as priority rules, see Par. 2.4.3.
2699 Compare the ruling of the Internationa! Court of Justice in Lotus, which holds there is no general
rulee of international law that prohibits states trom extending the application of their laws and the
jurisdictionn of their courts to persons, property and acts outside their territory; international law
leavess them a wide measure of discretion (PI CI 7 September 1927, PICJ Series A. no. 10. cited in
Polakk 1998, pp. 70-71). On extra-territorial legislation and private international law generally, see
Koningg 1984. pp. 113-145.
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AA few authors defend a choice-of-law rule - t y p i c a l l y the lex proieciionis
or lex
fori-fori- based on the legislative sovereignty-argument. Fromm/Nordemanir 7 " remark
thatt 'the legislative powers o f a state end at its borders (territoriality principle).
Thee author cannot thus invoke the rights that the copyright law o f his home
countryy gives him abroad. Rather, it depends on the law o f the country in w h i c h
hiss work must be protected (Schuizland principle). This law usually also contains
ruless that stipulate i f and on what conditions authors from foreign countries are
protected. 0 7 11 From this line o f reasoning. hromm/Nordemann deduce that the
(substantive)) law o f the country t o r w h i c h protection is claimed governs the
existence,, duration and ownership o f intellectual property." 72
However,, as we have seen above, n could just as easily be argued that on the
basiss o f legislative sovereignty the private international law o f the forum
determiness which substantive copyright law applies and this does not necessarily
havee to be the lex proieciionis.
Obviously an author can invoke his 'home rights'
/ / t h ee choice-of-law o f the forum provides tor it. In that case, the recognition o f a
' f o r e i g n '' copyright is not contrary to the forum's sovereign w i l l . As Schack
r i g h t l yy notes."'' neither can the recognition of a 'foreign" copvright be seen to
impingee upon the sovereignty o f the foreign state in question. I f anything it shows
respectt for the law o f another country. 2 '"
Spoendlinn also invokes the sovereignty-argument to explain the reign o f the
locall law: "... the term territoriality principle is just a catch phrase that describes
thee situation that follows necessarily from the legislative sovereigntv o f individual
statess and that has only been overcome piecemeal by unification. The territorialitv
principlee does not require a purpose in itself, not a quality o f substantive justice:
butt the idea that an author w h o claims protection for his work in a country must
submitt to the local law. cannot be denied a certain quality o f justice. ' : 7

2700 l-romm & Nordemann 1998, «120 at 1
2711 Claims arising trom illicit acts have IO be judged by the law of the place where they weiv
committedd lle.\ loci delicti commissi). trom in & Nordemann 1998. $120 at 10.
2722 Similarly: kat/enberger in: Schricker 1999. al Vor Ïl2(lei seq.. rd 120-124. According to Biihlei
1999.. pp. 328 329. this line of reasoning is common in the doctrine of German-speaking
countries s
2733 Schack 1979,pp.25.
2744 Another question is whether the law of another country should be applied i f it does not claim
applicationn (e.g.. based on its choice-of-law rules).
2755 '...daB der Ausdruck 'Terriiorialitatsprinzip" nur cine schlagwortartige Bezeichnung des Zustandes
darsiellt.. welcher /wangsiaufig aus der auionomen (iesetzgebungshoheit der ein/elnen Staaten
folgii und crsi bruchstiickhaft durch Rechts\ereinheitlichung überwunden worden ist. Das
'lerntorialitatsprinzipp bedarf daher zu seiner Rechtfertigiing nicht eines Selbst/weckes. eines
niateiiellenn Gerechligkeilsgehalles: dennoch kan dem (iedanken. ein Urheber miisse sich. wenn ei
inn emem Land Rechtsschutz für sein Werk beanspruchen w i l l , dem donigen Landesrechi
unter/iehen.. anch ein Gerechtigkeilsgehall nicht abgesprochen werden.' Spoendlin 1988, p. 14.
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Afterr having concluded that territoriality means that countries legislate their own
copyrightt law. Spoendlin argues that in such a system of independent national
copvrightt laws, the only reasonable solution is to refer to the lex loci delicti
(whichh he considers will typically coincide with the lex fori).21" Undeniably, the
lexlex loci delicti has the instant appeal of the maxim 'when in Rome, do as the
Romans*.. What Spoendlin's line of reasoning boils down to is that it is the
differencess in domestic copyright law that call for the application of local law.
Thiss tvpe of reasoning is - a s 1 have explained above- unhelpful from a choice-oflaww perspective, because choice-of-law exists precisely to deal with these
differences.. Also, even if the lex loci delicti commissi appears to be the obvious
laww to govern infringement (and thus the scope of protection), it is not necessarily
appropriatee for all issues, including ownership and transfer. The latter issues can
alsoo be raised independently of any infringement.

4.1.22

DROITS INDÉPENDANTS V E R S U S DROITS ACQUIS

Anotherr way in which the concept of territoriality is phrased in international
copyright,, is that intellectual property consists of droits indépendants rather than
off its antithesis, a droits acquis. The droits acquis concept means that copyright
comess into existence under the aegis of one law -say the law of the country of
originn of the author or of the work- and is subsequently recognised as a (property)
rightt in other countries. 277 In the droits indépendants concept of copyright, the
creationn of a work 278 gives rise to as many different copyrights as there are legal
systems.. In other words, intellectual property can be seen as a universal right or as
aa territorial right. The Berne Convention -and other intellectual property treatiesaree generally held to reflect the droits indépendants doctrine.
Itt should be noted that at the time of the elaboration of the Berne Convention,
thee principle of droits acquis was sometimes posed as a general solution for
choice-of-iaww problems. Choice of law was often compared with transitory law.
i.e... the rules that regulate the relation between laws in time, of which a leading

2766 Spoendlin 1988, p. 17. Whether the lex loci delicti and the lex fori coincide depends of course on
thee jurisdiction rules of the forum state; proceedings are not necessarily brought betore the court
off the place where an infringement took place, e.g.. the principal rule in the EC's Jurisdiction
Regulationn is the joi-uw rei. the court of the place of infringement also has jurisdiction.
2777 Van Brake) 1950 at p. 36 is one of the lew authors who maintains that for copyright the droits
(icituis(icituis doctrine has been given 'official sanction" in the Berne Convention.
2788 The crealion is considered to be the relevant act because the Berne Convention prohibits
formalitiess (notably registration) for copyright in come into existence (see Paragraph 3.3.3). Even
thoughh countries are free to require registration for their own works/authors (and have done so in
thee past), typically national laws consider the aci ol creation as giving rise to copyright
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principlee is that rights \esled under previous laws remain recognised under new
laws.. Similarly, the conflict o f laws can he \ i e w e d as regulating the relationship
betweenn rules o f law in space and should then be based on respect lor rights
acquiredd elsewhere (i.e.. abroad). Savigny already criticised the droits
acquis
approachh for being based on circular reasoning: to establish which rights have
beenn acquired 10 begin w i t h , it is necessary to first determine which country's law
applies/7' '
111 one follows the concept of droits indcjwndants as derived from international
copyrightt and related rights treaties back 10 its source. 280 one sees that it is
spawnedd by reciprocity. More precisely: the principle o f droits
indepcndants
helpedd to ban the (material or formal) reciprocity that domestic laws often
requiredd w i t h regard to the protection o f foreign authors or works. In Paragraph
3.3.33 we have seen that the initial phrasing o f the national treatment principle in
thee 1 8X6 B C . left the courts o f some Union countries unclear about the fact that
reciprocityy requirements were no longer allowed ( w i t h the exception of course o f
thosee that the BC specifically permits or prescribes).
This,, combined w i t h the development o f the formalities clause, was the reason
w h yy in the ultimate version o f Article 5(2) BC it is said that the enjoyment and
exercisee o f the rights to which authors are entitled on the basis o f national
treatmentt and/or the m i n i m u m substantive provisions o f the BC. 'shall be
independentt o f the existence o f protection in the country o f origin o f the work". In
t u r n ,, that phrasing has subsequently been interpreted as prescribing the territorial

2799 By ihc laie 19th century, in Germany unci the Netherlands the droits acquis doctrine had alread>
hoenn displaced hy other theories (notably Savigny's allocation method, the conflict rules of which
alreadyy discounted respect for legal relationships that were forged abroad, e.g.. marriage). In
fiancee the droits acquis doctrine continued to have some suppon. See Josephus Jitla 19)6. pp.
5N-M):: Kosters 1917. pp. 131-133: Van Brake! 19M). pp. 102-135; Joppe 1987. pp. 142-143. In
thee course ol the 20th century there has been a revival of the droits acquis doctrine in 1-ranee and
Germany,, but then in a more limited use. It denotes when the normal conflict rules of the lorum
mustt be adapted (or left unapplied) in cases ol cnnlhts mobiles (cases where connecting lactors
h;nee changed so that the applicable law changes» and tuns accomplis (the recognition of legal
relationshipss thai came into existence abroad, m contravention of the conflict rules of the lorum,
att a time when there was no connection with the lorum). See Joppe 1987 for an exiensive account
o11 the modern droits acquis doctrine in i ranee and the Netherlands (p. 143 et seq.). The droits
acquisacquis principle also figures in the recent Dutch proposal for an Act on the applicable law lor
propertyy < He/ conflictenrecht Goederen), see Weide 2000.
2800 The 19th-century Romanist school (see Paragraph 2.3,1). with its division of laws in the territorial
andd the personal, may also have contributed to the droits acquis-droits indèpcndanis dichotomy, h
hardlyy seems a coincidence that the predominantly Central and South American countries which
concludedd the Montevideo Treaty of 1X89 chose a system where copyright protection is linked to
thee author's nationality (if an author is protected at home, he must also be protected in othei
connn acting stales). The intellectual property treaties were pan of a much larger eft on io harmonist
private,, criminal and private international law on the American continent. See Josephus Jitta 191d.
pp.. 2 74-2 7 (v
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ratherr than the personal law for copyright, i.e.. the droits indépendants
thee droits acquis approach. 281

rather than

Thee debate over universal versus territorial rights has been especially fierce in
Germany.. ' U n h ersalists' tend to stress that copyright is a k i n d o f natural right that
comess into existence upon the mere creation o f a w o r k by the author. Other
privatee rights such as property in material objects, they also argue, are not viewed
ass a bundle of as many positive subjective rights as there are legal systems. Nor
shouldd this be the case w i t h intellectual property. Certainly copyright, w h i c h
contraryy to other intellectual property such as patents, arises without formalities
andd has long ceased to be a privilege granted by the authorities, should be
consideredd as a universal right. 282
'Territorialists'' agree that intellectual property is not a mere privilege but a
right. 2 8 .. They tend to defend the droits indépendants approach on the basis o f the
sovereigntyy o f legislators and the differences in national copyright laws that result
fromm it. W e have seen above that neither point necessarily leads to the conclusion
thatt the applicable law is the law o f the country where (or for whose territory)
protectionn is claimed.
T oo explain the predominance o f the droits indépendants idea and w i t h it o f the
lexlex protections
for in principal all copyright issues. Mager focuses on the nonmateriall nature o f the object o f copyright in relation to territoriality. In his 1995
dissertationn on choice-of-law and copyright contracts he argues that the exclusive
allocationn o f physical objects can be done without d i f f i c u l t y , because its materia!
formm is the basis for the delineation o f the object o f the exclusive right and it
outliness the acts forbidden to third parties. In the case o f copyright however, a
speciall definition o f the object is necessary to determine what type o f creation is
protected,, as is a concretisation of restricted acts. This is w h y copyright is viewed
ass an artificial construction, one that owes its existence to the state.
Thee idea o f intellectual property as an artificial, state sanctioned institution is
- s t i l ll according to M a g e r - the often unspoken background o f the territoriality
principle:: the territorial rather than the universalist approach dotninaies

2811 Various countries have legislated the lex onii'mis lor copyright and related rights (typically
infringementt is governed by the lex loci delicti or lex proreciionis), e.g., Portugal. Kuwait.
Rumania.. Greece. See Siehr 1988, pp. 17-18; Art. 67 Greek Act on Copyright. Related Rights and
Culturall Matters 1993.
2822 Schack 1979. pp. 23-24 and 1997, pp. 336-343: Drobnig 1976. pp. 196-197; Neuhaus 1976. pp.
191-195.. See De Boer 1978. and Peinze 2002 ipp. 8-19) lor a discussion of the different points of
view. .
2833 Ulmer 1977; Katzenberger. in Schricker: Urheherrechi 1999; Fromm & Nordeman 1998. at Vor
§120:: Hoeren 1993. pp. 130-131.
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intellectuall property because of the interest that slates have in localising a
(subjective)) intellectual property right w i t h i n their borders. : w
11 w i l l not \enture into the philosophy ol property tor tear o f digressing from
ourr subject, but 1 w o u l d remark that Mager, where he juxtaposes property in
materiall objects to exclusive rights in non-material objects, seems to assume that
thee former is not a legal construction but some sort o f 'natural phenomenon'. : s * In
m yy view, the relative ease o f delimiting a physical object does not make the
propertyy in it any less o f a legal c o n s t r u c t i o n . ^ What is an important difference,
onee that Mager also noiices.*" 7 is that the existence o f property in physical objects
iss practically universally accepted, whereas the question under what conditions
andd in w h i c h subject-matter intellectual propertv exists, is a much more
controversiall issue. That and the territorial v i e w o f intellectual property which is
sharedd across the globe and expressed in international treaties, seems a reason w h v
untill some years ago (particularly intellectual property) scholars have been quite
reluctantt to deviate from the territorial approach.
Theree is also an older argument that revolves around the nature o f intellectual
propertyy and the role o f the State in its construction, f o r many types o f intellectual
propertyy rights, such as patents, designs, trademarks, some form o f public
registrationn is required in order for the right to be acknowledged. Such registration
mayy be proceeded by a test o f the invention, design, etc. against the criteria (e.g..
novelty)) l o r protection. It thus takes an act by the Stale to bring an intellectual
propertyy right into being (or give it effect), w h i c h explains w h y rights w i t h respect
too the same non-material object come into being independently o f one another. 28 '
Ass we have seen in Chapter 3. the Berne Convention does not permit UnionStatess to demand such registration f o r foreign works. In the few countries that
havee a public registry for copyright, registration o f local works is not m a n d a t o r
norr does it have for effect that no copyright exists in the work. It w o u l d thus seem
thatt national registration is not a good argument in favour o f the droits
independentsindependents principle tor copyright.

284284 Mager 1995. pp. 38-39.
2855 We sometimes torget that the concept of property as we know it today developed largely from the
17thh century onward: it is relatively young and different trom earlier concepts of property (in
principlee full rights as opposed to a limited set of righls of use, privately owned rather than
commonn ownership, fully alienable instead of partly or non-alienble). See May 2000, pp. 16-21.
2866 Troller 1952. p. 6.3 does not agree with the idea of copyright as an artificial legal construction,
becausee it is based on an ill-conceived idea about the lex rei suae. Rights in physical objects are
governedd by the law of the place where the object is situated, not because of the geographical link
betweenn object and place, but because that is where the interests of persons in the object
concentrate. .
2877 Mager 1995, p. 38.
2888 Hoppe 1994. pp. 106-107.
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Thee problem with Uni versa lists is that they seem to attach too little meaning to the
fundamentall difference between property in material objects and property in nonmateriall objects. There is widespread consensus that any physical thing is the
objectt of property, even if laws differ with regard to the scope of these rights.
Wheree an intellectual creation is concerned however, the basic assumption is that
itt falls in the public domain unless it has been made the subject of private propem
bvv law. The question which (type of) creation is subject to property is answered
ratherr differently in different countries.21*4 Even though the intellectual-propern
nett is cast wider and wider each decade, no consensus comparable to thai on
physicall property seems likely to be achieved.
Thiss is why in copyright and related rights the question of whether an
exclusivee right exists in a work, performance, broadcast, etc.. is the first question
asked.. It is also -in my view- an important reason why the international copyrighi
svstemm is 'territorial' rather than 'universal' in outlook, even though this argument
iss often hidden behind notions of legislative sovereignty.
Fromm the opinions reported above we can see that territoriality is a confusing
conceptt when it comes to identifying conflict rules tor copyright and neighbouring
rights.. In the next Paragraphs, we will see that it is not always distinguished
clearlvv from the national treatment principle (Art. 5 BC. Art. II UCC. Art. 2 Rome
Conventionn 1961. Art. 3 TRIPS. Art. 3 WCT. Art. 4 WPPT), on which the
majorityy of authors seem to base their choice-of-law rule.

4.22

Lex Fori

Forr copyright. Article 5(2) is the most commonly invoked BC clause in defence of
aa choice-of-law rule. The relevant part reads: '...the enjoyment and the exercise of
thesee rights shall not be subject to any formality: such enjoyment and such
exercisee shall he independent of the existence of protection in the country of
originn of the work. Consequently, apart from the provisions of this Convention,
thee extent of protection, as well as the means of redress afforded to the author to
protectt his rights, shall be governed exclusively bv the laws of the country where
protectionprotection is claimed, [italics added, mve]"
Relativelyy few writers290 are of the opinion that Article 5(2) BC points to the
laww of the country where the court is seized, even though a literal reading -of the
italicisedd pan- seems to support the lex fori. Most writers reject this reading

2899 Saito 1985. p. 280 agrees with Ulmer thai this is an important reason to judge the existence ol
copyrightt under the lex protect ionis.
2900 Huard 1897. p. 3: Desbois I960, p. 92: Stewart 1983, p. 38.
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becausee it is thought to produce odd results when the court seized is not located in
thee country where an infringing act took place or lor whose territory protection is
wanted.21" "
Stewartt has a rather unusual point of view. He maintains that
'thee adaptation of the principle of lex fori to copyright leads (not necessarih
butt in practice) to the principle of national treatment...The advantage...of the
lexlex fori is that courts will always apply their own law...The general
applicationn of the principle of national treatment in international copyright
meansmeans that the major problem arising in almost all other areas of private
internationall law 'which law is a court to apply in a situation with foreign
elements?",, hardly e\er arises in copyright law. The choice-of-law is mostlv
determinedd by the conventions which apply the principle of national treatment
withh the result that any right owner who is a national of a convention member
state...iss entitled in even7 other member state to the same protection as
nationalss of that state. Thus the courts in the state where the infringement
occurss nearly always apply their own national law."2'1"
So.. rather than inferring the lex fori from the national treatment principle. Stewart
viewss national treatment as the obvious principle resulting from a lex fori
approach.. It would seem that Stewart does not really engage in a choice-of-law
analysis,, but a priori places intellectual property outside the conflict of laws
becausee of its territorial nature.
SpoendlinSpoendlin argues that Article 5 Berne Convention cannot point to the lex fori
forr a number of reasons.-^ Since the choice of the forum seized can have little to
doo with the copyright at issue, for instance when a court is seized only because the
defendantt has assets in the forum state, it is unlikely that Article 5 points to the
substantivee law of the forum. On the other hand it is also unlikely that it points to
forumm law including its choice-of-law rules, because such a reference would not
answerr which law governs the scope of protection and Article 5(2) mentions this
explicitly. .
TwoTwo additional arguments against the lex fori are put forward by Spoendlin:
thee 'means of redress" does not necessarily refer to procedural law. It could refer
too the type of action available in the case of infringement, an issue that is normally
governedd by the lex loci delicti. Also, the wording 'country where protection is
claimed..."" could indicate that it was assumed that claims would always be brouoht

2911 E.g..Ulmer 1978. p. 11.
2922 Stewart 1983, pp. 38-39.
2933 Spoendlin 1988, p. 18-19.
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inn the country where infringement took place, which indicates that Article 5(2)
referss to the lex loci delicti rather than the lex fori
Yett another problem with the lex fori is that it would be an incomplete choiceof-laww rule. It onlv defines the applicable law when a case is brought before a
court.. But one mav want to establish whether a transfer of copyright has occurred,
quitee apart from a legal dispute.
Inn published case-law there is no indication that the Dutch courts infer the lex
forifori from Article 5 BC or any other provision. There is one case in which the
Amsterdamm District Court ruled that it would decide whether there was protectable
subject-matterr under Dutch law as the lex fori. The reason given was that the
summaryy proceedings were not suited to examining whether the work in question
(aa candv-bar wrapper) was protected in all the countries where alleged
infringementt took place.294 In Pearce v. Ore Amp. the UK Court of Appeal does
seemm to view Article 5(2) as referring to the lex fori, but including the forum's
privatee international law.29?

4,33

Lex Protectionis

Ass stated above, the majority of authors argue that the lex protectionis is the
generall conflict rule for copyright. Synonyms for the lex protectionis are the law
off the country for which protection is claimed and the Schutzland principle. In
addition,, the terms lex protectionis and lex loci delicti are often used
interchangeably.2** This equation is rather inaccurate. The lex loci delicti commissi
literallyy means: the law of the place where the delict (wrongful act) was
committed.2977 It could serve as a rule for the law applicable to infringement of

2944 Pres. Rb. Amsterdam 3 May 1979 j 1980] B1E 23 [Mars v. Venus). The court assumed thai since
thee wrapper was an original work under the Dutch Copyright Act. the same would be true under
thee copyright legislation of a number of Middle-Eastern countries for which protection was
sought.. This implies that normally the lex protectionis governs existence of copyright.
2955 In this case the issue of jurisdiction and applicable law were both judged in view of Art. 5(2) BC.
Inn the court's view. Art. 5(2) does nol confer jurisdiction on the courts of one country at the
expensee of courts in another country. The court seized is the court of the country where protection
iss sought in the sense of Art. 5(2) and it is the (private international) law of the forum that decides
whetherr a claim is admissible. Court of Appeal (Civil Division) UK 21 January 1999, |1999J
GRÜRR Int. 8/9. 787-793 (Pearce v. Che Amp). On the adjudication by English courts of claims
involvingg alleged infringement of intellectual property abroad generally, see Wadlow 1998. p. 320
ett seq.
2966 See. for instance. Ishiguro 1997, p. 11.
2977 For a more accurate description of the lex loci (multiple locus, Handlungs- and Erfolgson.
gevolgenuitzondering)gevolgenuitzondering) see Chapters 2 and 6.
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copyrightt or related rights, but it does not necessarily govern issues of existence,
ownershipp and transfer of the intellectual property involved.21*
Supposee for instance that an author has assigned part of his copyright to and
disagreess with the assignee over the exact scope of the transfer. In this case, the
lexlex loci delicti is an unlikely candidate to provide the answer to the question of
whichh proprietary rights have actually passed from assignor to assignee, since the
legall relationship involved does not meet the category (liability for noncontractuall obligations or torts i.e.. infringement of copyright) which the lex loci
traditionallyy addresses.
Unlikee the lex foci delicti, the lex protectionis does not pertain specifically to
tortss and therefore could be used as a general conflict rule for copyright. A
problemm is that it may well produce a limping relationship between the assignor
andd assignee: the partial assignment is likely to be interpreted differently under the
differentt laws that apply simultaneously.291'
Anotherr major problem with the lex protectionis is that in today's networked
world,, one act of exploitation or use -the posting on a website of a parody on a
copyrightedd drawing for instance- is not limited to one or a small number of
geographicall locations. This could lead to the simultaneous application of various
lawss to the same complex of facts, with contradictory results. If no technical
meanss are available to the alleged infringer that allow him to abide by all the laws
involvedd (e.g.. by filtering access for users from countries where posting the work
constitutess an infringement), the most stringent national copyright law will
eventuallyy effectively oust less strict laws.
Lett us. however, return to the question what the BC signifies for choice of
law.. the suitability of the lex protectionis and other conflict rules in the digital
environmentt will be scrutinised in Chapters 5 and 6.

4.3.11

BASIS AND SCOPE OF THE LEX PROTECTIONIS

Thee basis for the lex protectionis is found by some in the territoriality principle
(seee above), but more often it is inferred from the principle of national

2988 Similarly Fnwcetl & 'lorremans 1998, p. 467.
2999 In a strict Territorial sense, there would of course be no simultaneous application. Suppose the
authorr assigns reproduction rights in a book: in the territorial view, the scope of that transfer and
itss effect would be governed by UK copyright law as lar as the 'UK copyright' in the book ^
concerned,, by Duich law as far as the 'Dutch copyright" is concerned and so on for all of the at
leastt 148 different national copyrights the author potentially has under the Berne Convention.
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treatment/'*'' Goldstein notes that 'the national treatment requirement can be
viewedd as a choice-of-law rule in the limited sense that it requires a country to
applyy the same law to works o f foreign origin as it applies to works o f its o w n
nationals.' 3011 1 agree w i t h this interpretation o f the national treatment principle, but
w o u l dd not even call it a limited choice-of-law rule. Rather, national treatment is a
'mere** non-discrimination rule, belonging to the law o f aliens, not choice o f law.
AA number o f authors' 02 actually see the lex proiectkmis
expressed directly in
Articlee 5(2) BC. particularly in the last sentence o f the second paragraph: 'the
extentt of protection, as well as the means of redress afforded to the author to
protectt his rights, shall be governed exclusively by the laws o f the country where
protectionn is claimed."
A ss was shown in Paragraph 3.3.3. this clause also featured in bilateral treaties
w h i c hh preceded the Berne Convention and was introduced in the B C because a
numberr o f courts continued to apply reciprocity tests in cases involving foreign
plaintiffs.. It is a clause that belongs to the law o f aliens and fits neatly into the
ongoingg effort to abolish discrimination against foreign authors, something that
wass often done by limiting their copyright - a t best- to the equivalent o f the
protectionn they would enjoy in their home country.
Requirementss of reciprocity should not be confused w i t h conflict rules. What a
reciprocityy condition amounts to is a double lest for protection: country A w i l l
onlyy grant an author from country B protection for his work: 1) i f that work is or
cann be305 the subject o f protection in B and 2) only for as long as the term o f
protectionn in B has not lapsed. In the case o f material reciprocity a third condition
iss that the scope o f protection offered w i l l not surpass that w h i c h is available
underr the copyright law o f the country of origin B. The first and third conditions

3000 Among others: Dinuoodie 2001b, p. 63: Dre|1996] 1ER p. 1: Drexl 2001, p. 463. 468; Gerhranch
1988,, pp. 410-411: Geiler 2001 at § |l][a]|i'|: Goldstein 2001, pp. 103-104; Lucas 1998, p. 9:
Nimmerr & Nimmer 2001. at § 17.05 ('The choice-of-law rule ...is that of national treatment...The
applicablee law is the copyright law of that state in which the infringement occurred'): Plaisani
1962,, pp. 63-66. though without a clear distinction between territoriality and national treatment.
Ulmerr 1985. p. 258; Spoor & Verkade 1993, p. 531-2. 542-3: Troller 1952, p. 8; Walter 197b. p.
83.. According to I.ocher 1993, pp. 15-16 the lex protect ionis as laid down in Art. 110 Swiss IPRC,
(Privatee international law act) is also based on the internationally accepted national treatment
principle. .
3011 Goldstein 2001 at p. 89.
3022 Lex protectloms: Cruquenaire 2000, p. 211: Hoeren 1993. p. 131; Huyberechts |no date], p. l b :
Quaedvliegg 1997 p. 260; Potak 1998, p. 101. Lex loci delicti: Dieselhorst 1998, p. 298; Kéréver
1996.. pp. 11-12 (still undecided in 1993, p. 106): Pfefferle 1996. p. 339; Schanning 1999. pp. 47
48.. Unclear which of the two: Francon 1974, p. 43: Ginsburg 1998b, pp. 34-35.
3033 In the case of formal reciprocity, it is only relevant if the kind of subject-matter like the work in
questionn is eligible for protection, in the case of material reciprocity the work itself must actualh
bee protected.
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weree common in the early days o f international copyright, the second is still
allowedd under A r t i c l e 7(8) BC.
AA reciprocity clause does not determine the applicable law as a classic choiceo f - l a ww rule w o u l d : in effect it provides for the narrowest copyright protection o f
thee combined laws involved.
T oo avoid the conclusion that Article 5(2) BC refers not to the lex
protectionis
butt to the lex fori ( ' . . . c o u n t r y where protection is claimed'), a literal interpretation
iss c o m m o n l y ignored. Instead, 'where' is read as ' t o r w h i c h ' so that the clause can
bee said to reflect the lex protections.
W i t h Schack.'" 4 I think those w h o drafted the
textt and agreed to it made no mistake, but that the confusion is caused by the
desiree to read a conflict rule into Article 5(2). In addition, considering the length
andd frequency o f the debate on the phrasing o f the Article in its current f o r m , it
seemss unlikely to me that the drafters meant it to lay down the lex protections
but
neglectedd to put it in unequivocal language.
Itt is plausible that the contracting states assumed that copyright owners w o u l d
pursuee their case in the country where an infringement took place. Throughout the
nineteenthh and early twentieth century the course o f action taken against
infringementt o f copyright was often through criminal proceedings.' 0 ' A l s o , as
infringementss were actionable as a delict, the court o f the place o f infringement
w o u l dd be the only one w i t h jurisdiction, w h i c h caused lex fori and lex loci to
coincide.. This probably also explains why quite a few authors w h o read the lex
forifori in A r t i c l e 5(2) equate it w i t h the lex
protectionist"
Schack ,ü77 also comes to the conclusion that Article 5(2) BC should not be
interpretedd as lay ing down the lex protections
on another ground. He observes
thatt the reference to the 'means o f redress" is more consistent w i t h a lex fori
interpretation,, because it is normal practice that the law o f the forum governs the
questionn o f w h i c h actions are available in the case o f infringement and also other
procedurall issues. It must be said that under Dutch private international law at
least,, it is the norm that the lex causae, rather than the lex fori, governs the
questionn o f w h i c h measures are available to prevent or terminate certain acts, or to
compensatee damage or injury, what the statute o f limitation is. h o w the burden of

3044 Schack 1979, p. 29.
3055 Of the court cases trom various countries (France. Germany. Italy. Belgium, the Netherlands)
reportedd in Le Droit d Auteur over the years 1888-1904 nearly hall were served before criminal
courts. .
3066 Schack 1979. at p. 29 mentions a number of primarily German and French authors who do so.
Lucass & Lucas warn against equating the two 1994, pp. 889-890.
3077 Similarly: Lucas & Lucas 1994, p. 886.
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p r o o ff is distributed, etc.7,11* Whether lex fori or the lex causae governs rather
dependss on h o w a rule is characterised: as part o f substantive or procedural law.
Anotherr complication identified by Schack is that i f one reads the lex
protectionsprotections
into Article 5(2) B C . this produces a problem w i t h the interpretation
o ff A r t i c l e 5(3) BC. The latter states that the protection in the country o f origin is a
matterr o f the internal legislation o f the country o f origin. Schack gives the
examplee o f a Swiss citizen w h o publishes his work in Germany and brings suit in
Germanvv for infringement o f his copyright in Switzerland. A choice-of-law deadlockk now results. Article 5(2) w o u l d designate the lex protections,
i.e.. the law of
Switzerlandd as applicable, but Article 5(3) points to the law o f Germany, as the
countryy o f origin. Schack rightly observes that it w o u l d be odd i f the BC
prescribess a conflict rule in 5(2) only to frustrate it in Article 5(3).
Readingg Article 5(2) as the lex fori (country where protection is claimed)
solvess the problem o f the example Schack gives, since both 5(2) and 5(3) w o u l d
n o ww point to German law. One could o f course also say that 5(3) only prescribes
thatt the law o f the country o f origin is applicable i f that coincides w i t h the countrv
forr w h i c h protection is claimed. That w o u l d , however, make it a superfluous
clause. .
Givenn the history o f Article 5(2) and the difficulties that arise when it is
regardedd as a conflict rule, my v i e w is that it should not be seen as reflecting the
lexlex protections,
or any other conflict rule for that matter/ 0 '
However,, i f one insists on considering Article 5(2) as a true choice-of-law
rule,, the conclusion has to be that it does not address all copyright issues, notably
nott the question o f w h o the initial owner o f copyright is. , 1 u A l s o , issues invoh'ing
thee transfer of copyright - b e it in testate or in v i v o - do not seem to fall under the
wordingg o f A r t i c l e 5(2).''
W i t hh Bühler. 1 agree w i t h Jegher and Snyder, w h o rightly observe that the
entiree discussion on the choice-of-law calibre o f Article 5 seems to revolve around
legitimisingg the Schutzland principle. 3 1 2 Particularly in Germany, this principle is
synonymouss w i t h the lex protections
and quite consistently applied by German
courtss to all copyright issues, in a number of recent judgments - Laras Tochter
(1999).. Spielhank (1997) and Alf (\ 992)- the German Bundesgerichtshof
ruled

3088 See for instance A n . 5 GEDIP Rome I] Proposal. An.7 WCOD. A n . 10 and 14 Rome Convention
1980.. A n . 12 Hajuie Convention on the Law Applicable to International Sale 1986, Art. 8 Haüue
Conventionn on the Law Applicable to Products Liability 1973.
3099 Similarly: Bühler 1999. pp. 337-338: Lucas & Lucas 1994, p. 870
3100 Kéréver 1993, p. 110: Patr> 2000, pp. 407-408: Ricketson 1987, p. 208-209.
3111 DeBoer 1977, pp. 675-676: Kamell 1995, p. 272: Ginsburp 1999, pp. 354-355: Schack 1979, pp.
27-30. .
3122 Bühler 1999, p. 339.
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thatt the lex protect ionis governs (initial) ownership, proprietary aspects o f
transfer,, scope and infringement oi c o p y r i g h t . ' 1 '
Dutchh case-law is much less consistent. I f we consider pre-war Supreme Court
opinions,, they reflect a strict territorial v i e w o f copyright. Both the Das Blane
LichiLichi case (1936) and Fire over England (1941) concerned the screening o f
foreign-madee f i l m s , w i t h music made by foreign composers abroad, in the
"Netherlands.. Existence, ownership, transfer and exercise of copyright in the music
weree all j u d g e d to be g o \ c r n e d by Dutch law. The Court argued that the droit smdépendantsmdépendants system o f the BC meant Dutch law should be applied. Even though
thee term 'lex protectionis'
or the 'Schntzland principle" is not used by the Court, it
d i dd seem to consider this to he the conflict rule that is - i f not directly then
i n d i r e c t l y -- prescribed by the BC.' 1 "
Theree is no solid indication that the Supreme Court has since changed its
positionn w i t h regard to transfer of intellectual property.' 1 5 That the lex protect ionis
governss matters o f existence o f copyright was reaffirmed in the Supreme Court's
BigottBigott v. Ducal decision o f 1999.' lt> but here there was no direct reference to
A r t i c l ee 5 B C . Where issues o f existence and scope of protection are concerned, ,
lowerr courts sometimes apply the lex protectionis and infer it directly or indirectly
f r o mm the Berne Convention's national treatment principle, w h i l e in other cases the
lexlex loci delicti is applied, without reference to A r t i c l e 5 B C '

3133 BGH 29 April 1999. 119991 GRUR 11. 984 (Laras Tochier): BGH 2 October 1997, [1998]
MultimediaMultimedia and Recti! 1. 35-39 (Spieihankafiaire); BGH 17 June 1992 11992] GRUR 10, 697
[AID. [AID.
314314 HR 13 February 193d 119361 N.I 443 (Das Biaue Licht), with fierce criticism by the emineni
Dutchh civil law expert E.M.M. Meiiers. who argued that at least the 1'ormal aspects of the
assignmentt ol copyright should be gmerned by the locus regit actum (then the standard conflict
rulee for formal validity of legal acts). HR 28 November 1941 |1942]NJ205 iFire over England).
3155 In BMC v. Boupuard (HR 24 February 1989 [1989] N.I 701). the Court did not address the
questionn even though it was raised. The Court of Appeal had applied American law to the
assignmentt of intellectual property rights in Elvis Presley recordings. Bel ore the Supreme Court,
thee advocate-general endorsed the Appeal Court's decision: 'The court lias rightly brought the
transferr of the rights of Presley lulK under the operation of American law. as having occurred
completelyy within the American legal sphere. This means no more and no less than...that the
claimss under consideration must be judged by the Dutch courts as if Elvis Presley himself had
broughtt them. It is diileteni with regard to the scope of the said rights, that is, the legal
consequencess that in the Netherlands are associated with the exercise of the rights within the
Netherlands.. To that Dutch law is in tact applicable. |my translation, mve]' It should be noted that
att the time the Netherlands were about to ratify the Rome Convention 1961.
3166 HR 16 April 1999 11999] N.I 697 with comment P.B. Hugenholtz. Also reported in 11999] 1ER 164
withh comment F.W. Grosheide and in 11999] A M I 9. p. 147 with comment H.J. Cohen Jehoram.
3177 E.g.. Rb. Utrecht 19 October 1997 11998j IER 22 (Luncome v. Kruidvat): Pres. Rb. Den Haag 13
Februaryy 1998 11998] IER 20 {Kahmhiki v. Damme); Pres. Rb. Dordrecht 8 September 1998, |
1999]] A M I 1,7-12 with comment M. van Eechoud (KPN v. Kapitol)
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4.3.22

LEX PROTFCTIONIS AND MORAL RIGHTS AFTER DEATH

Wee have seen in Chapter 1 that a number of questions involving copyright and
relatedd rights after death are really issues that belong to other choice-of-law
categories.. Who inherits copyright, whether the testament in which the author
designatess someone as successor is materially valid, etc.. are matters that fall
withinn the realm of succession.
Somee national laws use the domicile of the deceased as a connecting factor,
otherss use nationality. The alternative reference rule of the Hague Convention on
Successionn (1989) contains a rather intricate mix of the two and also allows the
testatorr a choice between a number of jurisdictions.
Likewise,, the question of whether a will or other testamentary disposition is
validd as to form, has its own conflict rule. The Hague Convention on
Testamentaryy Dispositions lays down the favor testamenti for the formal validity
off wills. The alternative connecting factors used are: the place where the will was
madee and nationality, domicile or habitual residence of the testator, either at the
timee the will was made or at the time of death.
Whichh rights and interests are part of the estate and whether copyright and
neighbouringg rights can be inherited to begin with, are issues that are as a rule not
governedd bv the law governing succession, so there is no conflict between the
latterr and the law governing intellectual property. Since copyright and related
rightss continue to exist after the death of the author or performer on the basis of
internationall treaties, obviously they must be inheritable in all countries that are
BCC (or TRIPs) states.
Thee BC provides for a limited exception to the prescribed continuance of
morall rights after death. It was introduced in Article 6bis(2) BC to accommodate
forr the fact that in common law countries some moral rights were or are still
protectedd under defamation law, which does not allow for actions after the death
off the defamed person.318 Hor performing artists, the same clause is contained in
Articlee 5(2) WPPT.
Itt seems logical that where countries have the freedom to regard certain moral
interestss of the author or performer as not belonging to copyright proper, they
shouldd equally be free to characterise these interests as for example a tort of
defamationn for choice-of-law purposes. Typically, the question of whether moral
interestss can be exercised after the authors or performers death will be raised in
ann infringement dispute. If under the lex fori the issue belongs in the category tort
off defamation, the corresponding law governing the question will be the lex loci

3188 See Doutrelepont 1997. p. 66.
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delicti:™delicti:™ Normally that will coincide with the lex protect ionis. which will be
appliedd if the moral rights in question are viewed as belonging to copyright, since
thee existence of intellectual property (see below) is generally considered to be
governedd by the lex protections.
Quitee apart from the exceptional circumstances that Article 6bis(2) could bring
along,, one could assume that the author who wants to bequeath his economic and
morall rights to a specific person or institution, only has to take account of two
laws:: for the material validity of the bequest that would be the law governing
succession,, whereas for the formal validity of the bequest the favor testamenti
wouldd apply. The same is true for a right owner other than the author, whose
economicc rights are inheritable (the moral rights remain with the author cf. Art.
6biss BC. 5 WPPT).
However,, problems arise with regard to moral rights. Article 6bis BC and 5
WPPTT prescribe that the moral rights shall after death 4be exercised bv the persons
orr institutions authorised by the legislation of the countrv where protection is
claimed// Article 6bis(3) BC and 5(3) WPPT state that 'the means of redress for
safeguardingg the |moral] rights granted... shall be governed bv the legislation of
thee countrv where protection is claimed.'
Thee latter clause dates from the time when moral rights were first introduced
inn the BC (Rome 1928 revision). Initially it was preceded by a clause that stated
thatt it is left to the national law of countries to regulate the conditions under which
thee moral rights can be exercised (Art. 6bis(2)). That clause was dropped in the
19711 revision and the 'means of redress' clause was moved to a new Article 6bis
(3).. Its equivalent for performers is Article 5(3) WPPT.
Thee persistence of moral rights after the death of the author was introduced in
thee BC in 1948 and on a facultative basis only. It was made compulsory in 1971.
Att the same time, the clause that leaves it to the national laws to decide which
personss can exercise the droit moral after the author's death was introduced
becausee agreement on a substantive solution proved impossible to achieve.320 In
somee countries copyright law prescribes a certain order among the next of kin. in
otherr countries the normal succession rules apply to moral rights. Also, in some
countriess moral rights are eiernal. but once the economic rights have lapsed and
thee work has entered the public domain, the author's descendants or executor can

3199 Both the infringement and existence of personality rights (right to privacy, respect for good name
andd reputation, etc.) are usually governed by the lex loci delicti. There are instances where the
existencee and/or scope of personality rictus are governed by the personal law. e.g.. Art. 24 Italian
Privatee Internationa) Law Act 1995 (criticised by Von Hinden 1999, p. 39 et seq.). Since moral
rightss are considered pan ol copyright in Italy. Art. 24 poses no problems. On complications with
respectt to determining the place of infringement in the case of multiple locus, see Chapter 6.
3200 Seethe earlier discussions in 194X on Article 6bis. Actes BC 1948.
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noo longer exercise the moral rights. Only the State can do so. usually in the public
interest,, e.g.. for the protection of society's cultural heritage.'21
Whatt do these clauses mean from a choice-of-law perspective? I submit that
Articlee 6bis (3) BC and Article 5(3) WPPT could be given the same interpretation
ass the corresponding clause from Article 5(2) BC. which served as an example for
both.. As for the clause on who exercises moral rights (first sentence, second pari
off Article 6bis(2) BC and of Article 5(2) WPPT). if this is considered as a conflict
rulee that points towards the internal law of the Schutzland it would be the ley
protectionsprotections rather than the law governing succession that decides to whom moral
rightss devolve.'2"
Ass a consequence, with regard to the same work, different persons will
possiblyy be considered authorised to exercise the moral rights.j2j Certainly in an
agee where -by the use of Internet, satellite and other forms of telecommunication
ann alleged infringement of moral rights will often not be limited to one country,
thiss creates complications.
Onn the other hand if one takes the clause to refer to the law of the forum,
includingg its private international law rules, the normal conflict rule for succession
mayy be applied. Since countries determine their own choice-of-law rules, this
interpretationn respects the notion that countries are free to determine who can
exercisee moral rights. The ley fori also conforms to a literal interpretation of the
text. .
Thee problem with considering Article 6bis(2) BC as a reference to the law of
thee Schutzland including its conflicts law. is that the forum court could end up
applyingg another country's choice-of-law rule because actions are not necessarily
broughtt before a court in the Schutzland. That would be a deviation from the
generallyy accepted rule that a court in principle applies the conflict rules of the
forum. .
Inn the sparse Dutch case-law one can detect a preference for the law governing
successionn and thus possibly for the view that Article 6bis(2) BC refers to the ley
forifori including its choice-of-law rules. In the Carmina Bui ana case we have seen
(Paragraphh 1.2.3) that the court applied German law to the question of whether the
Germann composer's widow had title to exercise the moral rights/24 The court did

3211 France, Portugal. Italy. Denmark. See Doutrelepont 1997, p. 65. who justly remarks that this type
off regulation of moral rights on works in the public domain does really not belong in copyright
laww proper.
3222 Compare De Boer 1993a, p. <x
3233 To the exient that the choice-of-law rules for succession are not unified, no uniformity of resuli
willl be attained. However, if one applies the lex protect iom.s. it is certain that all laws apply
simultaneously,, whereas most national choice-of-law rules for succession point to either the law of
thee last habitual residence of the deceased, or his or her national law.
3244 E.g.. Pres. Rb. Amsterdam 24 February 1992, [1992] IER 38.
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referr 10 the BC in this case, but did not explicitly base its decision on Article
6bis(2). .
Itss decision is not compatible with an interpretation of Article 6(bis)2 as
referringg to the internal law of the Schuizhmd. It does conform to the view that it
pointss to the lex fori (or lex protectioms) including its private international law. So
doess the opinion handed down in the Raedecker case, where the court applied
Frenchh law to the question of who the painter's heirs were.32' It should be noted
thatt in this case Article 6bis(2) did not apply, because it involved murals painted
inn a building in The Hague, i.e.. the "Netherlands were the country of origin of the
workk within the meaning of Article 5(4)c ii BC.326
AA problem that the Raedecker case does bring to light is the question not to
whomm the moral rights devolve, but if and when they do. In manv countries, the
morall rights devolve to the heirs, or to a person or institution specifically
mentionedd in a testamentary disposition.,2/
Underr Dutch law however, the author has to appoint an executor who can
exercisee his moral rights after death (Art. 25(2) Aw), otherwise thev lapse.
Originally,, moral rights ceased to exist upon the author's death. When in 1972.
Articlee 25 of the Auteurswet 1912 was revised to meet the standards of the 1948
BC.. the government proposed to let the moral rights be exercised bv the next of
kinn in case the author had not specifically appointed someone. In parliament
however,, there was a lot of opposition to the concept of moral rights after death.
Parliamentt insisted that if the moral rights were to survive, the author could at
leastt be expected to take the trouble to appoint someone as executor and
introducedd an amendment to this effect. The government, probably content with
thee compromise, accepted the amendment.328
Articlee 25(2) Aw does not seem to qualify as a 'means of redress7 in the sense
off Article 6bis(3). Nor should it be considered as a mere rule about who exercises
thee moral rights in the sense of Article 6bis(2). After all. Article 25(2) Aw has a
duall function: it conditions the continued existence of moral rights and lays down

3255 Rb. Den Haag 5 September 2001. |2001] AMI 6, 18.
3266 This would also explain why the court did not consider the BC in its decision.
3277 See for instance: An. 28-29. Art. 83 (3) German UrhG, Art. 19. 23 Austrian URG, Art. L 121-1
andd Art. 212-2 French CDPL Art. 56 and 57 Portuguese Code of Copyright and Related Rights,
Art.. 61 and 65(4) Danish Copyright Act 1995. Art. 12(2) and 50(2) Greek Act on Copyright.
Relatedd Rights and Cultural Matters: Art. 2(1), 7, 34, 38 Belgium Law on Copyright and
Neighbouringg Rights.
3288 De Vries 1989. Art. 25. See also Cohen Jehoram's comment on the Raedecker case in [2001] AMI
6,, 18.
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formall requirements for the appointment of an executor. The first -the author must
appointt someone- is more central than the last -the author must do so by will.j2tl
Wheree the formalities are concerned, the court in the Raedecker case did not
applyy the normal conflict rule for the formal validity of testamentary dispositions
orr legal acts (the favor wsiamemi and locus regit actum principle respectively). It
appliedd Dutch law instead.'10 Raedecker's heirs had produced a document,
supposedlyy written by the painter-one might assume in France since this is where
hee lived- which the heirs contented that it showed that he had intended them to be
thee executors of his (moral) rights. The formal validity of this document should
havee been judged under either the rules of the Hague Convention if it could have
beenn characterised as a testamentary disposition, and if it had not. under the locus
regitregit actum. 1 see no reason why the normal choice-of-law rules should not apply
forr these questions.
Wheree the obligation to appoint someone as executor is concerned, if one
acceptss that the lex protectkmis is the normal conflict rule for copyright issues,
thiss means that Article 25(2) Aw will be applicable where an infringement of
morall rights in the Netherlands is concerned. This leads to an undesirable
situation,, because the Auteurswet then demands a legal act of foreign authors, who
typicallyy under the copyright law of their own country, do not have to make
provisionss for the exercise of moral rights after their death.
Ass has been said, moral rights are inheritable on the basis of the BC and
WPPT.. National laws typically prescribe that moral rights devolve to the next of
kinn or heirs unless the author has indicated otherwise. The Dutch requirement to
appointt an executor seems an exception to this rule. In these circumstances it
wouldd be better - as the court did in the Carmina Burana case- not to apply
Articlee 25(2) Aw to foreign authors (or at least authors who are not habitual
residentss of the Netherlands) or foreign works, on the grounds that it is against the
objectivee of the BC.3-'1 The same goes for moral rights clauses with similar
content:: Article 25(4) Aw -which prescribes the same as 25(2) but then for the

3299 In my view, this condition is contrary to Article 6bis and against the prohibition of formalities of
Art.. 5(2) BC. It should be left unapplied on those grounds, but that is another matter. In a
comparablee situation, the Dutch Supreme Court has ruled that Art. 21(3) Benelux Design Act
(BMW)) -which requires that upon registry of a design a so-called preservation of copyright
statementt is made in order lor the copyright in the design to remain in effect - is contrary to the
formalitiesformalities prohibition of the BC. HR 26 May 2000, [2000] AMI 10. 210 (Cassina v. Jacobs). See
alsoo note 334.
3300 French law prescribes that moral rights are transmitted morns causa to the heirs of the author.
Exercisee may be conferred on another person under the provisions of a will. (Art. L 121-1 CDPJ).
3311 Visser 1993 criticises the discrimination against Dutch authors thai would result, but as he himself
notes,, the BC allows for it
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morall right to resist changes to the work- and Article 5 Wet Naburige Rechten for
performers. .

4.3.33

LHX PROTHCTIONIS AND OWNFRSHIP IN AUDIOVISUAL WORKS

Ass we have seen in Paragraph 3.3.2. Article 14 bis(2) BC leaves it to the law of
thee country where protection is claimed to decide on ownership of films and other
audiovisuall works, with one important exception. The countries that adhere to the
systemm where the producer does not own the exploitation rights -bv wav of
presumptivee assignment as in the Netherlands, or by being designated as authormayy maintain that system for domestic films, but producers of foreign films are
presumedd to have permission to exploit the economic rights in the film. More
precisely:: on the basis of Article 14 bis(2b) BC contributors to the audiovisual
workk cannot -unless otherwise agreed- enjoin the producer from exploiting the
film. .
Thee tenor of Article 14 bis is undoubtedly that countries can maintain the rules
off ownership of their choice and do not have to recognise another country's rules.
Butt does that make Article 14 bis(2a) a conflict rule prescribing the lex
protectionislprotectionisl Or does it merely allow union members to apply the lex protectionism
orr lex fori, to issues of initial ownership and transfer between makers and
producers?? Given what has been said earlier about the choice-of-law calibre of
Articlee 5 BC. 1 am inclined to think that Article 14 bis (1) endorses, but does not
prescribe,, the lex protectionis:"" By way of choice-of-law rules (which should be
identicall for foreign and national authors of course, given the non-discrimination
principlee of Article 5 BC) countries can decide how initial ownership in
audiovisuall works is to be determined.
Iff the BC were to prescribe the lex protections for initial ownership, film
producerss could never be sure of their position. As the Pans Court of Appeal ruled
inn the (in)famous Huston case. ...c'est a la loi d'origine qu'il convient de se reférér
pourr dire qui est l'auieur...| ...la Convention de Berne] verrait sa finalité
gravementt pervertie si la loi du pays oü la protection est réclamée devenait un

3322 The general opinion among copyright scholars seems to be that An. 14 bis(2a) does prescribe the
lexlex protect ionisfivw of' the Schuizland: Fabiani 1998, p. 158; Law ceti & 1 orremans 1998, pp. 511 512:: Ginsburg 1998b, p. 96: Lucas 1998 at 42; Massouyé 1972, p. 100; Möllering 1971, p. 76 el
seq.:: Quaedvlieg 1997. pp. 258-259: Saito 1985, pp. 280-281: Ulmer 1977 at note 25. An
exceptionn is Drobnig 1976 who also thinks it allows countries to subject the question ol ownership
too their domestic choice-of-law rules. Schack's view is that Art. 14 bis(2a) refers to the lex fori.
includingg private international law (1997. at 892).
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movenn de mise en échec des normes d'un autre état signataire et des droits acquis
souss leur empire. ',v"
Howw exactly the lex originis should he defined -is it the law of the country of
whichh the actual creator is a national or habitual resident, or of the country where
thee work is created, or the country in which the film producer has its (principal)
establishment-- remains to be seen. One could argue that for film, the BC
definitionn of the country of origin is a suitable connecting factor, because it is easy
too determine and results with legal certainty for the producer.
Onn the other hand the BC definition was drafted for the purpose of
establishingg which film(producers) enjoy union-protection, not for choice-of-law
purposes.. Also, the country where the producer is established will not be an
adequatee criterion in the case of a co-production between producers from different
countries.. Using the national law. or the law of habitual residence of the creative
contributorr as a connecting factor, is more in keeping with the BC's (and national
copyrightt law's) assumption that in principle, the actual creator is the author and
firstt owner of copyright. Here too. a different solution will have to be found for
casess of co-production. In the next chapter ] will enquire in more detail into which
connectingg factor is appropriate given the objective and rationale of copyright.
AA last issue that should be addressed when talking about the BC and
ownershipp of film rights is Article 14 bis(2)c on the formal validity of the
presumptivee license to exploit the film. As we have seen, the creator who has
agreedd to contribute to an audiovisual work, is presumed to have agreed not to
invokee his copyright against normal exploitation acts by the producer.
Articlee 14 bis(2)c lays down a conflict rule for the formal validity of the
agreementt between producer and contributor. It says that 'the question of whether
orr not the form of the undertaking...\"engagement" in the French text, emphasis
added,, mve] should...be in a written agreement or a written act of the same effect
shalll be a matter for the legislation of the country where the maker ("producteur"
inn the French text, mve] of the cinematographic work has his headquarters or
habituall residence."
Literallyy interpreted, the word 'undertaking" refers to the agreement or
promisee to contribute to the film, not to any specific provisions which rebut the
presumptivee licence. These provisions are the terms that allow the contributor to
influencee normal exploitation acts. i.e.. conditions that are restrictive vis-a-vis the
producerr which are 'relevant to the undertaking*, i.e.. to the agreement to
contributee (Art. 14 bis2(d) BC). These conditions could be laid down in an

3333 CA Paris 6 July 1989, 11990] RIDA 143. 329 (with approving comment of A. hancon). see for the
Courr de Cassation's judgment (which did not go into the question of applicable law to ownership
andd declared the French provisions on moral rights as lois d application imperative, i n applicablee regardless of the otherwise applicable law), see Paragraph 2.4.3. note 104.
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individuall written contract, hut may in principle also feature in collective
bargainingg agreements or result trom oral agreement, industry practice, etc.
Whetherr the agreement to contribute itself must be in writing depends on the
laww of the place where the producer is established, with one exception. Countries
wheree protection is claimed may demand that any agreement of commitment to
contributee must he in writing (Art. 14 bis(2)c BC).
Onee could argue that like Article 14 bis(2)a. the formal validity clause does
nott refer to the substantive law of the country where the producer is established,
norr to the substantive law of the Schuizland. Instead it could be considered as
referringg to the law of the lorum including its choice-of-law rules. However, it
seemss unlikely that this was intended by the drafters.
Wee have seen that in the negotiations o\er the WIPO Treaty on the rights of
audiovisuall performers, choice-of-law rules have been proposed as an alternative
too a sy siem of presumptive licensing similar to Article 14 bis BC. Considering that
filmm producers will conclude a contract with the contributors, which contains or
referss lo clauses on assignment of rights (e.g.. in a collective agreement), a choiceof-laww rule for transfers would provide them with the necessary certainty. Such a
rulee would be more effective if n were lo extend to the question of which rights
aree assignable as well. Normally that would be an issue governed by the copyright
statute,, which in theory leaves the producer vulnerable to claims that under the
laww ot a particular country a right could not be assigned by the creator (e.g.. the
rightt to equitable remuneration for rental of films) and has thus not been acquired.
Thee rule that got most support during the WIPO negotiations in 2000 -albeit
nott Irom the European Community- was that a transfer of rights should be
go\ernedd by the law chosen by parties and lacking such a choice, the law of the
countryy most closely connected to the contract. Such a rule would only be partly
inn accordance with the main principles of the Rome Convention 1980. In the
proposalss for a conflict rule in the Audiovisual Performances Treaty, the place of
establishmentt of the party to the contract that has to deliver the characteristic
performancee does not feature as a connecting factor. Rather, the US proposed that
thee factors to be considered when identifying the closest connection should be
nationalityy of the contributors, the place of establishment of the producer and the
placee where the work is made. These do not seem to correspond to what the
characteristicc performance-criterion would yield, namely either the habitual
residencee or the place of establishment of the contributor or the producer. The
questionn of which party is best considered as delivering the characteristic
performerr in copyright and related rights contracts, will be addressed in more
detaill in Chapter 6.
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4.44

Lex Originis

Withinn the realm of copyright and related rights treaties, the country of origin
featuress in three distinct qualities. First, the country of origin is used to determine
whetherr an intellectual creation (or the owner of the rights in it) is protected under
thee intellectual propertv conventions. The country of origin must be a Contracting
State,, in order for the author, performer, broadcaster, record producer or their
successorss in title to be eligible tor national treatment. In the first meaning then,
thee countrv of origin is a concept that belongs to the realm of the law of aliens.
Second,, the country of origin plays a role in the determination of reciprocal
protection.. Examples are the duration of copyright (Art. 7(8) BC). the protection
off design (Art. 2(7) BC)"4 and the resale right (Art. 14ter BC). It is in its third
meaning,, as a connecting factor in a choice-of-law rule, that the country of origin
iss relevant for our enquiries.
Thee term 'lex originis'. meaning law of the country of origin, is typically used
too indicate the opposite of the lex protect'ionis. Only very few scholars promote the
ideaa that the Berne Comeniion allows the law of the country of origin of a work
ass the applicable law for all or most copyright issues. Neither Dutch. American.
Frenchh nor German case-law endorses this viewpoint. A modest number of
authorss promote the lex originis for the determination of initial ownership of
copyright.. There is a growing body of case-law supporting their view.

3344 Alter a number of ruliriüS by the Dutch District Courts and Appelaie Conns in which the
reciprocityy requirement of Art. 2(7) was nol applied -with the argument that il contravened
nationall treatment as prescibed by the BC the Supreme Court ruled that only when the plaintiffs
aree EC citizens, should Art. 2(7) not be applied because il is against the non-discrimination
principlee of Art. 12 EC 'heaty. The EC.I in its opinion of 20 Ociober 1993, |1994] AMI 5. 91.
decidedd that reciprocity requirements in national intellectual property law of an EC Member State
cannott be upheld against citizens from other EC countries because they run afoul of the antidiscriminationn provision of Art. 12 EC. For a critical review see Flechsig & Klett 1994. Nonapplicationn of Art. 2(7) BC by Hof Amsterdam 5 June 1986 [1987] BIE 65 (5//£ Ravn v. Koopman Koopman
ImportImport en Export); Pies. Rb. Den Haas 13 February 1998 11998] IER 20 (Kahushiki el al. v.
DammeDamme el al): Rb. Den Bosch 11 March 1994 11995] NJ 107 [Gioiyetu v. Ccnilv Meubelen); Pres.
Rb.. Arnhem 31 May 2000 {B&B v. Donuts & Cierre) [unpublished] . A return to application of
Art.. 2(7) BC is inevitable since HR 29 June 2001. [2001] RvdW 123 Umpav v. Man-in Glass),
alsoo published in [2001] AMI 5. 15 with comment RB. Huaenholtz. The Supreme Court has also
rejectedd a radical application of the EC's non-discrimination principle in HR 26 May 2000, [2000]
AMII 10. 210 (Casxina v Jacobs), h overturned the lower court's rulinp that EC citizens could
onlvv invoke national treatment on the basis of the BC if Dutch citizens could.
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4.4.. ]

CONFLICT RULE FOR ALL COPYRIGHT ISSUES

Thee French scholar Bartiiv" supporied the lex originis. but he spoke of it as the
lexlex rei sitae for copyright instead. To support his view, he interpreted the BC in a
ratherr unorthodox fashion. The submission of copyright to the law of the country
off origin of a work is consistent with Bartin's theory that choice-of-law rules for
propertyy (both in rem and in personam) find their justification in providing legal
certaintyy for acquirers and third parties about the legal situation of the property.
Thee law best qualified to provide this certainty is the lex rei sitae, because it is
easiestt to identify, so the argument goes. All property -tangibles and intangibles,
movabless and immovables- must therefore be governed bv the lex rei suae.
Sincee copyright (or any other incorporeal property) has no physical location
onee must attribute it a fictitious locus. Bartin characterises copyright as an
exclusivee exploitation right in a work, akin to the right of usufruct.1,0 The
exploitationn takes place principally through publication/ 7 ' The place of first
publicationn is the place where the author expects to have the most success, where
hee feels his work is appreciated and thus the natural choice for attachment."^
Thee lex rei sitae governs subsistence, duration, scope and limitations of the
rightss in the work:
'C'estt ... a la loi de cet Etat |lex rei sitae, mve] que les tiers voudront se
renseignerr sur 1 "existence du monopole d'exploitation. sur son objet. sur ses
limiies.. sur sa dureé. viendroni demander la certitude dont ils ont besoin. pour
trailertrailer sur elle ou pour produire eux-mémes en dehors d'elle.*"1
Bartin.. noting that the (then) French Copyright Act was silent on the applicable
law.. finds support for his opinion in case-law. As for the Berne Convention, he
appearss to base his conclusion that the lex originis is the choice-of-law rule on the

3355 In Vol. Ill of Benin's Principes 1935. pp. 57-78: general principles of his choice-of-law theory are
loundd in vol. I of 1930. of relevance lot intellectual property are especially pp. 1-20. 1 79-192.
3366 Banin has a rather unusual hut interesting idea on the nature of copyright (1935, p. 65): 'Ce droit
reell d'usufruit pone sur 1 "oeuvre, res (tmimimis par sa fin. qui est la satisfaction esthétique du
public,, res communis enfin, qui le reviendra tout a fail quand le monopole d'exploitation
cessera...'.. His general characterisation however (copyright as an exclusive exploitation right,
pann of the owner's assets) is quite mainstream.
3377 Bartin treats moral rights separately, proposing accessory attachment to the lex rei suae of the
exploitationn rights 1935, pp. 62-63.
33SS Compare Raynard's 1990 defence of the lex rei suae (not based on the Berne Convention but on a
classicall choice-of-law analysis); he infers irom the ubiquitous nature of an intellectual creation
thatt the situs of copyright is everywhere (see Paragraph 6.2).
3399 Principes 111. p. 68.
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factt that the country of first publication is an essential feature in the Convention's
systemm of protection.
Inn the case of works whose principal exploitation takes place through
performancee (theatre plays, etc.). one might be tempted to make the place of first
publicc performance the connecting factor. But this raises a problem: it is not easy
too delermine exactly which works fall into this category. In addition, plays and
otherr theatre pieces may be published while remaining unperformed. Bartin
concludess that the place of first publication should therefore also be the
connectingg factor for plays and finds support for this position in the Berne
Convention.. Article 4 BC as revised in 1908 (currently: Art. 3(3)) explicitly states
thatt the first performance of a work does not constitute its publication. Likewise,
forr unpublished works Bartin finds the "solution* in the BC. which designates the
countryy of origin of an unpublished work as that of whicb the author is a national.
Itt should be noted that when he speaks of the lex rei siiae as the applicable law
forr copyright. Bartin has primarily aspects of disposition (transfer, assignment) in
mind.. When it comes to infringements, he follows his general solution for illicit
acts:: they are governed by the 'loi locale'. Whether a reproduction or other act
constitutess an infringement of copyright must be decided by the law of the place
wheree the alleged infringement took place (i.e.. the lex loci delicti).-**1' The problem
withh this solution is that the existence and scope of intellectual property are in a
sensee the mirror of which acts constitute infringement. If the existence of the
copyrightt is governed by the lex originis. but the infringement by the lex loci
delicti,delicti, an author may successfully sue for infringement with respect to an
intellectuall creation that under the lex loci delicti would normally not be
consideredd a protected work at all.

4.4.22

CONFLICT RULE FOR INITIAL OWNERSHIP

Wee can see that Bartin cannot really base the defence of his prelerred choice-oflaww rule on the BC. Rather, he uses its definition of the country of origin as a
connectingg factor for the lex rei suae, which thus becomes the equivalent of the
lexlex orighris. A number of authors are inclined to favour the lex oriymis over the
lexlex protections, but for issues of initial ownership and -less frequently- existence
only.. As a rule, they recognise that as a conflict rule, the lex originis is at odds
withh the current intellectual property treaties, rather than being prescribed by
them. .

3400 Principes III. footnote at p. 63.
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Theree are various defences o f the lex oriyims
as the conflict rule for initial
ownership."' 4 '' One is based on Article 14 bis(2a) B C . w h i c h prescribes that
"ownershipp o f copyright in a cinematographic work shall be a matter for
legislationn in the country where protection is claimed.' From the fact that for f i l m
thee BC contains a special provision - w h i c h most writers consider lavs down the
lexlex protectionisit is deduced that for initial ownership o f other works the BC
doess not prescribe the lex
protectionist^
Thiss a-contrario interpretation is controversial.' 4 - 1 Ulmer. w h o presided over
thee deliberations at the I 9 6 7 Stockholm conference, says that not one delegation
expressedd the opinion that the lex oriyims governs initial ownership in general.
Thee lex protect ionis-clause for films was introduced because it seemed logical to
namee it as the central thought before introducing the rest o f the arrangements for
audiovisuall w o r k s / 4 4
AA second defence o f the lex oriyinis is based on the wording o f Article 5(2)
B C :: / . . t h e extent o f protection, as well as the means o f redress afforded to the
authorr to protect his rights, shall be governed exclusively by the laws of the
countryy where protection is claimed.' I f this is taken to prescribe the lex
protectioms.protectioms.
it does not necessarily address copyright issues that are not
mentioned,, notably not the question o f existence, initial ownership and in testate
orr in vivo transfer o f copyright.' 4 '
If.. as Ginsburg maintains.' 4 ' rigorous territoriality is not the general rule o f the
Bernee Convention, this justifies not extending the lex protectionis
of A r t i c l e 5(2)
too initial ownership. Particularly, i f multiple laws were to govern ownership
issues,, the international dissemination o\ works could be hindered, which w o u l d
defeatt an important objective of the BC. The idea o f copyright as a bundle o f
nationall rights is better understood in terms o f protectable subject-matter and
scope,, w h i l e the country of origin (the source country) regulates initial
ownership.' 4 4

3411 Drexl 2001. pp. 469-470 mentions another solution: that the BC does noi need to contain a
conflictt rule for initial ownership because it defines the actual creator(s) as authors. Considering
thee debate surrouding ownership of rights in audiovisual works, the various work-for-hire
provisionss in domestic laws and questions ol ownership in the case of collective works, it mav be
Clearr that the general principle in international and national copyright law -that the actual creator
iss author and thus owner of copyright- leaves many ownership questions unanswered
3422 Drobnig 1976, p. 200: Ginsburg 1996. p. 39.'.
3433 Uuaedvlieg 1997, pp. 259-260; Lucas 1998. par. 42-44,
3444 Ulmer 1977. p. 499.
3455 De Boer 1977, pp. 675-676: Kamell 1995, p. 272: Ginsburg 1998b. p. 25: Kérever 1993, p. 110:
Patrvv 2000, pp. 407-408; Ricketson 1987, p. 209: Schack 1979, pp. 27-30.
3466 Ginsburg 1998b, pp. 97-99.
3477 Ginsburg 1998b, pp. 100-101; the author reminds us that section !04A(b) of the US Copyright
Actt does reler to the lex originis as the law governing initial ownership for restored copyright
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Theree is no consistent American case-law. but some courts have accepted the lex
originisoriginis as conflict rule for initial ownership. A w e l l - k n o w n ruling is the liar-Toss
case,, where the question o f whether the plaintiff, a Russian press agency, owned
thee copyright in articles that the N e w York defendant. Russian Kurier Inc.. had
copied,, was determined under Russian copyright law/ 41 *
Inn France there is also a tendency to use the lex originis as the conflict rule for
issuess o f initial ownership. , 4 " Some courts have said explicitly that the BC does
nott contain a conflict rule for initial ownership and that the common French
conflictt rule is the lex originis:'"'
either based on nationality o f the author or - f o r
publishedd w o r k s - the country o f first publication.
I ff one uses the lex originis as a choice-of-law rule for (initial) ownership, the
questionn then is. as has been said above, what definition o f ' country o f origin" and
'publication'' should be used. The terms as defined in the BC could be used i f they
weree appropriate as connecting factors. It should be borne in mind that neither
termm as used in articles 3 through 5 B C has been defined for the purpose o f serving
ass a connecting factor for a conflict rule. As has been indicated above, the function
o ff the term 'country o f first publication* is to delineate w h i c h authors and works
enjovv union-protection and which country is the country o f origin o f a work for
thee purpose o f reciprocity requirements. The (un)suitability o f the country o f first
publicationn as a connecting factor w i l l be examined more closely in the next
chapter,, particularly w i t h respect to communication via the Internet.
Germann case-law is quite consistent in its refusal to use the lex originis for
issuess o f initial ownership. A string of recent decisions o f the
Bundesgerichtshof
hass reaffirmed the German interpretation o f the Berne Convention: Article 5 lays

(i.e... in foreign works that were in the public domain in the US hut must now be protected under
TRIPss obligations).
3488 1'S Court of Appeals (2nd C.) 27 Augusl 1998. LEXIS 2101 6(7/4/;- Tuss v. Russian Courier).
3499 Cass. 29 April 1970, [1971] Rev. crit. dr. mi. priv. 270. with comment Batiffol {Lancio v. Editihce
hoiorumanzihoiorumanzi Imemazionali): CA Versailles 17 December 1993,11994] RIDA 162. 448 iSARL F2S
v.v. I'ravda): CA Paris 6 July 1989. |1990] RIDA 143, 329 {Turner v. Huston), with comment
1-rann con. who is in favour of determining initial ownership (at least in work-for-hire situations)
underr the law of the country of origin of the work. CA Paris 1 February 1989. 11990] RIDA 142.
3022 (Brugance v. Orban) with comment Sirinelli: this case involved a contract with reference to
thee US Copyright Act's work-for-hire provision and a choice of N.Y. law. The French plaintiff had
-ass lar as she had any interests to assign- waived any moral rights and assigned all copyright to
thee Greek defendant (resident in New York) for whom she rewrote a manuscript, to be published
underr his name. Although the court did decide that in principle the assignment was governed by
Americann law. it deemed the irrevocable renunciation of moral rights contrary to the French ordre
publicpublic international. CA Paris 9 February 1995 |1995] RIDA 166. 310 (Ninia Turtles), seems to
optt for the lex proteciimvs where it says: 'si I o n devait estimer que la loi lrancaise avail vocation
aa gouvemerla titularité d'origine des droits...'
3500 District Court and Court of Appeal in SAAB Scania v. Diesel Technic d'Ouesr. cited in Cass. 7
Aprill 1998, |1999] Rev, crit. dr. int. priv. 1. 76.
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downn the law of the Sclnttziand or lex protections, tor existence, scope, (initial)
ownership,, transfer of copyright and capacity to act against infringement/"*1
Dutchh case-law is less consistent. Often it is difficult to see whether courts
findd that the Berne Convention calls for the subjection of ownership issues to the
countryy of origin, or whether it merel) leaves room to do so because it does not
containn a conflict rule.' 5 ' Also, many cases are decided without specific reference
too the BC/5"" In yet other cases the courts explicit])' apply the lex protectionis to
initiall ownership/ 5 " 4 Finally, there arc a number of cases in which the choice-oflaww analysis is so obscure that it is difficult to determine which conflict rule has
beenn used."'
Itt would seem that the line followed by lower Dutch courts is not an
unequivocall deviation from the pre-war 'terriioriar rulings handed down by the
Supremee Court in Das Bknie Licht and Fire over England.3*' However, one could
arguee there is a slight trend away from the lex protections
and towards the lex
originisoriginis (or other connecting factors that point to one rather than a multiplicity of
applicablee laws). The issue of initial ownership was not explicitly addressed in
eitherr Supreme Court ruling. I would \eniure a guess that given the chance then,
thee court would have subjected it to the lex protections,
whereas today the
likelihoodd has increased that the lex originis would be applied.

3511 BGH 29 April 1999. 11999] GRUR 11. 9X4 yt.uras Tocher); BGH 2 October 1997. 119981
MultimediaMultimedia unci Recht Recht 1.35 (Spie ihanhilhi ire): BGH 17 June 1992, [1992] GRUR 10. 697 (Alf).
3522 C ompare Dior v. tvora where the District i mm seems to apply the lex originis (cited in HR 20
Octoberr 1995 [1996] NJ 682) with Laneome v. Kntidva! where the court relers to 1-rench
copyrightt law to establish that the perlume-packayini: in question is a collective work, but then
appliess the Dutch work-for-hire provision to ownership (Rb. Utrecht 19 October 1997. |1998| 1ER
222 iLuncowe v. Kruidvat)).
3533 E.g.. Pres. Rb. Amsterdam 17 April 1997 |1998| BIE 84 (Wesnvood Studios v. Action Computer
hntcriaininent);hntcriaininent); Pres. Rb. Arnhem 20 January 1989 (Muppels Inc. v. Van Maanen). \ 1 990] BIE 97.
Comparee Pres. Rb. Utrecht 26 November 1992. [1994] BIE 75 (Komur v Hij Mannenmode)
wheree the lex originis was applied without relerence to the BC, with Pres. Rb. Roiierdam 15
Octoberr 1996. [ 1997] 1ER 78 (Henri Studio v. IB] 'Tuin & Park), where Dutch law was applied,
withh superficial reference to the BC. Similar: Pies. Rb. Amsterdam 13 January 1986. |1987] BIE
355 (Belga Stone v. Blokker).
3544 Pres. Rb. Amsterdam 23 Oct ober 1997. 119981 AMI 48 (lmpag v. Mar\in Glass): Rb. Utrecht 19
Odoberr 1997,11998] IER 22 (Lancóme r. Kruidvat).
3555 Pres. Rb. Haarlem 1 December 1992. |1997] BIE 61 (Vetirav. Capitol); HR 11 December 1981.
|1982]] ^T-' -Kb [Armstrong v. Sonumr/ upholding the appellate court's judgment, at which the
Appellatee court had arrived without a clear choice-of-law analysis.
3566 See Paragraph 4.3.1.
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4.55

Conclusions

Fromm the development o f international copyright and related rights treaties as
describedd in Chapter 3. it is clear that these were not drafted from a choice-of-law
perspective.. Thev are concerned w i t h harmonising national intellectual property
laww and abolishing the discrimination against foreign authors or foreign works. In
Chapterr 2 1 described h o w . at the time the BC was conceived, the founding states
sharedd no common choice-of-law method and the allocation method was not as
widespreadd as it is today (that is not to say that there currently is much more
uniformityy in conflict rules or choice-of-law methods). That makes it difficult to
extractt conflict rules from the Conventions.
Itt w o u l d thus seem that the Berne Convention and subsequent treaties that
f o l l o ww the same system o f protection are unlikely to contain choice-of-law rules
forr copvright and related rights. Even so. much o f the literature on international
copyrightt -certainly w i t h the advent o f Internet- is concerned w i t h determining
thee choice-of-law calibre o f the Berne Convention and other intellectual property
treaties. .
Thee most-advocated conflict rule is the lex protectionis
(sometimes falsely
equatedd w i t h the lex loci delicti). The national treatment principle as enshrined in
Articlee 5 BC and the perceived territoriality o f copyright (as expressed in the
Conventions)) are most often put forward as the source o f the lex protectionis
or
laww o f the Schutzland.
Ass far as the 'territorial nature" o f intellectual property is invoked to back up
thee lex protectionis.
it has been indicated that this is often an argument w i t h
circularr properties. Frequently the territorial nature o f copyright and related rights
iss defended with the argument o f legislative sovereignty, which results in
differencess in national copyright and relaied rights law. w h i c h in turn justifies
territoriall application (i.e.. lex protectionis).
This approach denies the fact that
preciselyy because o f their legislative sovereignty, countries can adopt choice-oflaww rules that prescribe the application of a foreign norm. A l s o , a strict territorial
vieww of copyright should lead to application o f the law o f the forum, not o f the
countryy tor w h i c h protection is claimed.
AA more convincing basis for the lex protectionis
- a t least where existence,
scopee and duration are concerned- is that intellectual property are droits
independents,independents, not droits acquis because o f their legal nature and the legal policies
behindd them. Compared to property in material objects, there is relatively little
consensuss on what intellectual creations should be taken out o f the public domain
andd be subject to exclusive rights. What the exact scope o f these rights should be
iss even more controversial. However, the general agreement that the Berne
Conventionn is inspired by the droits independents approach, does not mean that
thee Treaty actually lays down the lex protectionis as the conflict rule.
Inn my opinion, the national treatment principle as it is expressed in Article 5
B C .. Article 4 WPPT. Article 3 W C T . A r t i c l e 3 TRIPs and Article 2 Rome
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Conventionn 1961 does not prescribe the lex protections as the law governing
existence,, scope and duration of copyright and related rights as well as initial
ownershipp and transfer."' Of all these national treatment clauses, my analvsis was
focusedd on Article 5 BC because this has inspired the other clauses. Article 4
WPPTT and Article 3 WCT are virtual copies of it.
Wee have seen how the exact wording of Article 5 BC is a result of atiempts to
clarifyy that reciprocity requirements -other than where expressly permitted- were
noo longer allowed.
Onn closer inspection, we have also seen that identifying the lex protections in
Articlee 5(2) BC cannot be done without interpreting that clause creatively. We
needd to read 'for which protection is claimed" instead of 'where protection is
claimed'.. We need to interpret the clause "the extent of protection, as well as the
meanss of redress..." as encompassing not only the scope of the rights and the
actionss available to enforce it. but also the existence, ownership, duration, etc.
Inn addition, we have seen that if Article 5(2) reflects the lex protections.
Articlee 5(3) BC must reflect the lex oriyinis as applicable. In cases where a court
inn the country of origin is seized with a claim for infringement elsewhere, this
producess a deadlock as to the applicable law. Given the fact that European
jurisdictionn rules as contained in the Jurisdiction Regulation of 2001 and the
Luganoo Convention do not prescribe exclusive jurisdiction for the courts of the
placee where an infringement took place, it is quite likely that cases will regularh
bee brought in the country of origin of a work with respect to infringements
elsewheree (e.g.. if the defendant is resident in the country of origin). The fact thai
infringementss may occur in global communication networks increases this
likelihood. .
Anotherr objection to considering the lex protections as governing all issues of
copyrightt and related rights, is that is does not fit well within the predominant
contemporaryy allocation method."" If the primary idea is that the applicable law
shouldd be the law with which a case is most closely connected, how can one use a
connectingg factor that consistently declares applicable as many laws as there are
countries?? This is in fact what the lex protections leads to. for instance if it
governss the question of whom of a number of persons owns the initial copyright in
aa work, or who can exercise the moral rights in a work after the death of the
author,, or which rights have been acquired in the case of a universal assignment of
copyrightt or related rights.
Sincee Article 14 bis (2a-b) BC on ownership in audiovisual works, Article
6biss (2) and (3) BC on moral rights and Article 5(2) and (3) WPPT on moral rights

3577 COmpare Uncus <fc Lucas 1994, p. 895. who artnie thai An. 6bis(2a). 6bis(3). 10bis(11 and 14(ier)l
BCC could reler to the lex protectionis or the lex tori.
3588 On this issue, see Siehr 1988, pp. 12-15.
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off performers are adaptations of Article 5 BC. neither of them have to bc
consideredd lo lay down the lex proieciionis. The only true conflict rule in the BC
iss in mv opinion Article 14 bis (2c) BC. which clearly provides that the law
applicablee to the form of an agreement or promise between a (creative) contributor
too a film and the producer of the film, is goxerned by the law of the country in
whichh the producer resides."'5"
Thatt the BC does not oblige countries to apply some other country's norms,
doess not mean it does not allow them to do so. Arguably, as long as choice-of-law
ruless are applied equally to nationals and foreigners, the national treatment
principlee is abided by. Only in the case that a choice-of-law rule designates a law
applicablee that does not conform to the BC and other treaties" minimum
substantivee standards, must a correction be made in order for the forum not to act
againstt its obligations under the treaties. Given the number of signatories,
especiallyy to the BC and TRIPs and the tendency of countries to bring their
domesticc intellectual property law in to line with international norms, these cases
willl not occur often.
Ass for the interpretation that courts in different countries give of the choice-oflaww calibre of the intellectual property treaties, we have seen that there is no clear
line.. Based on the BC. the German Supreme Court categorically rejects any other
laww than that of the Schntzlcmd for all copyright issues. In French. American and
Dutchh case-law it is more common to use the lex originis at least for questions of
initiall ownership. But case-law -certainly in the Netherlands- is by no means
consistent.. Among scholars it is disputed whether the BC allows or prescribes the
lexlex originis for ownership and transfer.
Itt is unclear what the precise definition of the connecting factor 'country of
origin"" is or should be. Courts often seem to refer to the country of origin in the
sensee of Articles 3 through 5 BC. which causes them to typically use either the
placee of first publication of a work, or the nationality of the author as connecting
factor.. This automatic use does not necessarily lead to adequate results, as the
definitionn of country of origin was not conceived of as a connecting factor in a
choice-of-laww rule. Rather, it was drafted to delermine whether a work is protected
underr the Convention and which limitations are allowed on the basis of reciprocity
clauses. .
Inn the next chapter we will consider in detail the advantages of using the lex
originisoriginis as opposed to using the lex proleetionis and which connecting factors are
bestt suited considering the objectives of modern choice-of-law, the function of
copyrightt and related rights and the realities of a digitally networked world.

3599 Id. Lucas & Lucas 1994, pp. 896-897.
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